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Figure 3
Broadening the invention

Broaden definitions by eliminating words / widening
coverage

« Example: Screw: “a fastener with a tapered threaded shank
and a slotted head “

* Broadening examples: “Any metal fastener”, “Any slotted

JJ

head fastener”, “any fastener”.
« E.G. glue, Velcro, snap, ...
« Still new and inventive
« Benefits may be reduced
« May be expensive or even less practical




Figure 2 Figure 3




Figure 3

« May not be intuitive
» Few Figure 3 may be available = Multiple inventions
« Describe Figure 3




== Figure 3

Stating the invention (claims basis)

« Based on Figure 3, write the MINIMUM invention description, as
follows (structure only):

« Item XXX doing YYY and ZZZ-ing to AAA
« Item AAA doing BBB and CCC-ing to DDD

 MINIMUM WORDS still expressing the invention.
« [WIill be used as the basis for claim #1]




/ Figures 4, 5, 6...
¥ More Applications / Inventions

« May not be intuitive
» Few Figure 3 may be available = Multiple inventions
» Repeat step#1 for Figure 3
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Expansion

« More applications (preferred - Figure for each)

« Upgrading to next level

 Substitution

« Magnifying benefits

« (GO0 to extreme — supercomputer / no-computer, ...

« Magnify / minify components

 (Combinations: mechanical, electrical, functional....

* Doubling / multiplying: back-up, alternate, in concert...
 Splitting

« Re-arrange
Reverse
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Patent Infringement

* Infringement: A product containing ALL elements set out In
one of the claims.

 Literal Infringement: The product containing EVERY element set out
In a claim.

« By Doctrine of Equivalents (against ‘design around’, ‘unscrupulous

infringer’): “... performs substantially the same function in

substantially the same way to achieve substantially the same result”.
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Patent Classification

e Hierarchical Structure

» Technology divided into
major disciplines:
— Chemical

— Electrical
— Mechanical



Patent Classification

 Each Discipline is Further Divided into
Sub-Technologies

— Electrical

« Communications

« Computers
 Physics, Optics

« System Components




Patent Classification

« Each Sub-Technology is Divided into
Classes

— Electrical

« Communications
— Class 379 Telephony
— Class 382 Image Analysis
— Class 455 Telecommunications
— Class 348 Television




Patent Classification

 Each Class is Broken Down into Subclasses
which are the Smallest Division

* Class 348 Television has Subclasses such as
— TV Displays

— Bandwidth Compression
— Transmitters

— Receivers

— Etc.
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(57) ABSTRACT

A media player system is disclosed. One aspect of the media
player system pertains to a docking station that allows a

media player to communicate with other media devices.
Another aspect of the media player system pertains to a
wireless media player system that includes a hand held
media player capable of transmitting information over a
wireless connection and one or more media devices capable
of receiving information over the wireless connection.
Another aspect of the media plaver system pertains to a
method of wireless 100

to another device. \ 116 £
item on the hand | ] )’6
remote recipients — ‘
transmitting the m

114 102

player, and wirel — i
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Baths, closals, sinks, and spitloons

Beds

Compound tools

Bleaching and dyeing; fluid treatment and chemical modification of textiles and fibars
Boot and shoe making

Bridges

Brushing, scrubbing, and general cleaning

M6 Miscellaneous hardware (a.g., bushing, carpet fastener, caster, door closer, panal hanger,
attachable or adjunct handle, hings, window sash balance, abc.)

Clags Mumber and Title

13
132
134
135
136
137

138

\ 139
140

Tobacco

Toilet

Claaning and liquid contact with solids
Tent, canopy, umbrella, or cane

Batteries: tharmoalectric and photoalaciric
Fluid handling

Pipes and tubular conduits

Teotiles: weaning

Wireworking

Class Mumber and Title

051  Abrasive tool making process, malesal, or composition
Static structures {e.g., buildings) \

053 Package making

054 Hamess for working animal

055 Gas separation

056 Hanesters

057  Textiles: spinning, twisting, and twining

158  Chain, stapla, and horsashoe making

g

Power plants

Class Mumber and Title

172

173

174

175

17T

178

180

181

182

184

185

186

Earth working

Toaol driving or impacting

Elactricity: conductors and insulatorns
Baoring or panatrating the earth
Waighing scales

Talagraphy

hotor vehicles

Acoustics

Fire ascaps, ladder, or scaffold

Lubrication

Motors: spring, weight, or animal posweresd
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media player to communicate with other media devices.
Another aspect of the media player system pertains to a
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== FOR EACH CLAIM...

Claims format / integrity / formal / patentability
e Claims restriction

« For each claim approval / rejection based on:

« Enablement
e Useful

 New
« Non-Obvious
« MUST be supported (by citing closest prior art)

Limited time to respond
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Claim Rejections - 35 USC§ 112

[E—

The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the
subject matter which the applicant regards as his invention.

2. Claims 1 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite
for failing to particularly point out and distinctly claim the subject matter which applicant
regards as the invention.

3. Regarding claims 1 and 4, the word "means" 1s not preceded by any word(s); in an
attempt to usc a "means" clause to recite a claim clement as a means for performing a specified

function. However, since no function is specified by any word(s) preceding "means," it is

1mpossible to determine the equivalents of the element, as required by 35 U.S.C. 112, sixth

paragraph. See Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967).

44
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It thus can be seen that, the technical solution of claim 17 is not literally recited

in the description and claims of the initial application, nor can it be determined

directly or unambiguously from the contents literally recited in the initial description
and claims and from the drawings. Therefore, claim 17 does not comply with the

provisions of Article 33 of the CPL.

3 The additional technical features of claims 2-7, 14, 15, 18-21 and 28 are not |

literally recited in the description and claims of the initial application, nor can they be

determined directly or unambiguously from the contents literally recited in the initial
description and claims and from the drawings. Therefore, claims 2-7, 14, 15, 18-21
and 28 do not comply with the provisions of Article 33 of the CPL.

4 The additional technical features of claims 8 and 22 are not literally recited in

the description and claims of the initial application. The initial application merely
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VI.

DETAILED ACTION

Election/Restrictions

Restriction to one of the following inventions is required under 35 U.S.C. 121:

Claims 1-21, 61-70, and 90-101 drawn to details of interface for
connecting user to the network, classified in class 370, subclass 463.
Claims 22-32, 44-53 and 102-109 drawn to multiplexing digital data signal
with television signal, the multiplexed signal is transmitted over CATV
cable, classified in class 348, subclass 14.04.

Claims 33-43, 54-60, 71-89, and 110-117, drawn to multiplexing combined
with demultiplexing, classified in class 370, subclass 535.

Claims 118-168, drawn to bidirectional broadcast and distribution in an
optical system, classified in class 398, subclass 67.

Claims 169-177, drawn to wireless interface attached device, classified in
class 455, subclass 557.

Claims 178-189, drawn to combining and distributing information via

frequency channels, classified in class 370, subclass 480.

The inventions are distinct, each from the other because of the following reasons:

Inventions I, Il and IV are directed to an unrelated product and process. Product
and process inventions are unrelated if it can be shown that the product cannot be used

in, or made by, the process. See MPEP § 802.01 and § 806.06. In the instant case, the
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s erlc o)n e f Claim Rejections - 35 USC § 102

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year prior to the date of application for patent in the United States.

5. Claims 1-8 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by Bottman

(US 5,633,801).

Referring to claim 1, Bottman discloses a device for estimating the termination to
a wired transmission-line, the device comprising: a port (fig. 1 (18)) for connecting to the
wired transmission-line (fig. 1 (12)), impedance measuring unit (fig. 1 (10)) coupled to
said port for instantaneously measuring the lumped impedance Z of the transmission-line
(column 4, lines 16-25), and means (fig. 2 (62)) coupled to said impedance measuring
unit for estimating the optimal termination value of the transmission-line based on the
measured value Z.

Referring to claim 2, Bottman discloses the device as claimed, further comprising
a memory (fig. 2 (58) and (72)) coupled for storing the measured lumped impedance

value.

Referring to claim 3, Bottman discloses the device as claimed wherein the

estimated value is equal to the measured value Z (column 4, lines 16-33).
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INTERNATIONAL PRELIMINARY
EXAMINATION REPORT Intemational application No. PCT/IL97/00195

V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

1. Statement
Novelty (N) Yes: Claims 1-24
No:  Claims
Inventive step (IS) Yes: Claims 1-24

No: Claims

Industrial applicability (IA) Yes: Claims 1-24
No:  Claims

2. Citations and explanations

see separate sheet




INTERNATIONAL PRELIMINARY
EXAMINATION REPORT International application No.  PCTALO1/00954

5. [J This report has been established as if (some of) the amendments had not been made, since they have
been considered to go beyond the disclosure as filed (Rule 70.2(c)).

(Any replacement sheet containing such amendments must be referred to under item 1 and annexed fo this
report.)

—_—— e — e e e e ——— e e e e e

- 6. Additional obsgrvations, if necéssary:

V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Yes: Claims 1-29
No: Claims
Inventive step (IS) Yes: Claims
No: Claims 1-29
Industnial applicability (1A) Yes: Claims 1-29
No: Claims

2. Citations and explanations

see separate sheet
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Marking

PATENT NOTICE

With respect to the Nationa! Instruments software product(s) being vsed, the
following patents may apply:

r

The LabVIEW software is covered by one or more of the following Patents:
United States Patent Nofs).: 5,291,587: 5,301,301: 5,301,336: 5475,851: 5,481,740:
5481,741: 5497,500: 5,504,917; 5,583,988: 5,610.828; 5,652,909; 5,732,277; 5,734,863;
5.737,622: 5,764,546: 5,784,275: 5,821,934; 5,847,953; 5,905,649; 5,920479; 5,966,532;
5,974,254 5,987,246: 5,990,906 6,053,951: 6,064,309 6,064812; 6,064 816; 6,102,965:
6,138,270; 6,173,438 6,282,699 6,370,56%; 6,411 987; 6,437 805; 6,505,247; 6,526,566,
6,584,601 6,690,981 6,751,653: 6,802,053; 6,874,148; 6,876,368; 6,880,130; 6,954,904
6.971,065: 6,976,222; 6,990,652: 7,000,190 7,017,123: 7,024,631; 7,028,222; 7,043,693:
7,043,696: 7,058,899: 7,069,517, 7,076,740 7,120,874 7,120,876; 7,120,877, 7,134,081,
7.034,085; 7,134,086: 7,152,116 7,159,183 7,185,287; 7,200,817; 7,200,838; 7.210,117;
7.213,207: 7.216334: 7,287,230: 7,293,112 7,302,675; 7,331,037; 7,330,684; 7,340,737;
7.356,774: 71,367,028: 7,376.904;

Design Patent Nofs): D384050; D384051: D384052, D38TT50

Evropean Patent No(s).: 100407 2; 1004085

P ofty dwa ncludes CompactRIO)
The LabVIEW FPGA software and hardware is covered by one oc more of the
following Patents:
US, Patent Nods): 6,219,628; 6,311,149; 6,608,638; 6,934,667, 6.934,688:
6,954,724: 6,961,686 6,983,228: 6,993,466 7,010470; 7,016, 811; 7,024,660; 7,028,222,
7.085,670: 7,089,466: 7,152,027: 7,177,786 7,290,244: 7,316,009; 7,336,631:

v r
The LabVIEW Real Time (LabVIEW-RT) software is covered by one or moee of
the following Patents:
US. Patent Nods): 6,173,438: 6,715,139: 6,961,686; 6,993,466; 7,028.222:
7168072

The LabVIEW Signal Processing Toolset is covered by one or more of the
following Patents:

U.S, Patent Nods).: 5,353,233, 6,108,609; 6,434,515; 6,697,766, 6,882,958,
6.965,068;

European Patent No(s).: 0632899

Japanese Patemt Nods).: 2,697,957



http://upload.wikimedia.org/wikipedia/commons/d/d9/Patent_notice.pdf
http://home.comcast.net/~alloy-artifacts/Photos/tools/blackhawk_38dr_30220_socket_univ_12pt_43_f_cropped_inset2.jpg
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¢ Re-examination
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Inters for Selecting Patent Attorney + Firm
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. "After fire and the wheel, it was only
logical To invent the patent attorney.”




Sointers for Selecting Patent
Attorney + Firm

* The Firm:
« Administration (Computerized
« Administration fees
« Worldwide associates

e Convenience
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Selecting Patent Attorney + Firm

« Qualified to work with local Patent Office.

 NOT a lawyer. MUST have technical basis
« The Patent Attorney tasks:

 Preparing applications (per country)

» Responding to Office Actions

« Suggesting and executing strategy

» General consulting
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s e rr )net

electing Patent Attorney + Firm

« The qualifications:

« Patent knowledge

» Technical knowledge (in the field)
» EXxperience

« Convenience

» Responsiveness

 (Cost
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s e rr )net

electing Patent Attorney + Firm

* The selection can be based on:
» References
e “Chemistry”
» Fees list
« Patents / Applications in the field

e Use your application for:

e Technical review
e Cost estimate

s> Trust your intuition ...
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